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1. A request for continued examination under 37 CFR 1.114 was 
filed in this application after appeal to the Board of Patent 
Appeals and Interferences, but prior to a decision on the 
appeal. Since this application is eligible for continued 
examination under 37 CFR 1.114 and the fee set forth in 37 CFR 
1.17(e) has been timely paid, the appeal has been withdrawn 
pursuant to 37 CFR 1.114 and prosecution in this application has 
been reopened pursuant to 37 CFR 1.114. Applicant's submission 
filed on November 15, 2008 has been entered. 

2. Applicant's claim for the benefit of a prior-filed 
application under 35 U.S.C. 119(e) or under 35 U.S.C. 120, 121, 
or 365 (c) is acknowledged. Applicant has not complied with one 
or more conditions for receiving the benefit of an earlier 
filing date under 35 U.S.C. 120 as follows: 

This application is claiming the benefit of prior-filed 
nonprovisional application No. 09/593,724 (applicant's listing 
of "09/953,724" apparently a typographical error) under 35 
U.S.C. 120, 121, or 365(c). Copendency between the current 
application and the prior application is required. Since the 
applications are not copending, the benefit claim to the prior- 
filed nonprovisional application is improper. Applicant is 
required to delete the reference to the prior-filed application 
from the first sentence (s) of the specification, or the 
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application data sheet, depending on where the reference was 
originally submitted, unless applicant can establish copendency 
between the applications. 

3. The restriction requirement imposed March 28, 2005 is 
hereby withdrawn. Claims 11 and 21 are not patentably distinct 
in light of the prior art of record. 

4. The proposed drawing correction filed on August 26, 2005 
has been disapproved as containing new matter. The description 
of the "opening" step associated with the drain port 28 
illustrated in Fig. 8 is not found in the originally filed 
disclosure . 

5. The amendment filed August 26, 2005 is objected to under 35 
U.S.C. 132(a) because it introduces new matter into the 
disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The 

added material which is not supported by the original disclosure 
is as follows: The paragraph added to page 9, beginning at line 
25, where Fig. 8 is discussed. The description of the "opening" 
subject matter associated with the drain port 28 is not found in 

the originally filed disclosure. Claim 19 also recites this 
subject matter. 

Applicant is required to cancel the new matter in the reply 
to this Office Action. 
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6. The drawings are objected to because reference numeral "28" 
apparently should be --29-- in Fig. 6. Corrected drawing sheets 
in compliance with 37 CFR 1.121(d) are required in reply to the 
Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the 
figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." 
If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be 
necessary to show the renumbering of the remaining figures. Each 
drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" 
or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are 
not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in 
abeyance . 

7. The disclosure is objected to because of the following 
informalities: In the amendment filed August 26, 2005 to page 



Application/Control Number: 10/732,726 Page 5 

Art Unit: 3751 

7. line 10, at lines 4, 12 and 14 of the amendment, "10" 
apparently should be --20--, and at line 14 of the amendment, 
"12" apparently should be --26--; and page 7, line 29, "10" 
apparently should be --20--. Appropriate correction is 
required. 

8. The specification is objected to as failing to provide 
proper antecedent basis for the claimed subject matter. See 37 
CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction of the 
following is required: Proper antecedent basis for the "thin 
diaphragm" set forth in claim 18 could not be found in the 
specification. Applicant is reminded claim terminology in 
mechanical cases should appear in the descriptive portion of the 
specification by reference to the drawing (s). 

9. Claims 11, 14, 16, 21 and 23 are rejected under 35 

U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 11 is unclear as to whether the "bathtub" is intended 
to be part of the claimed combination since the bathtub is only 
set forth as environment in the claim preamble, but is also 
structurally defined in the claim body (Ins. 5, 10 and 13). 
Claims 14, 16, 21 and 23 are similarly indefinite. 
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10. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 

a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published 
under section 122 (b) , by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351 (a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 

differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

11. Claims 11, 12, 14 and 21-23 are rejected under 35 U.S.C. 
103(a) as being unpatentable over CH 346187 and Fritz et al . 
'531. 

The CH 346187 (Gebert) reference discloses an overflow 
assembly comprising: an overflow pipe 1 including an upper end 
(at 4) , a lower end 2, and an elbow 3; a lip 5; a nut 8 



including a lug 11; a bathtub including a wall 7; and a cap 14. 
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Therefore, Gebert teaches all elements set forth in claims 11, 
12, 21 and 22 except for the provision of a diaphragm. 

Although the upper end of the Gebert overflow assembly does 
not include a diaphragm, as claimed, attention is directed to 
the Fritz et al . '531 (Fritz) reference which discloses an 
analogous overflow assembly which further includes an upper end 
21 having a diaphragm 15/75. Therefore, in consideration of 
Fritz, it would have been obvious to one of ordinary skill in 
the overflow assembly art to associate a diaphragm with the 
upper end of Gebert in order to facilitate hydraulic testing 
(col. 1 Ins. 49-52). Re claim 22, the diaphragm taught by Fritz 
is removable (col. 4 Ins. 38-41). 

Re claim 23, although the upper end of the Gebert overflow 
assembly does not include a sealing washer, as claimed, 
attention is again directed to Fritz which discloses a sealing 
washer 16. Therefore, in further consideration of Fritz, it 
would have been obvious to one of ordinary skill in the overflow 
assembly art to associate a sealing washer with the upper end of 
the Gebert overflow assembly in order to provide a better seal. 
12. Claims 11, 12, 14 and 21-23 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Gebert and Fritz as 
applied to claims 11, 12, 14 and 21-23 above, and further in 
view of Oropallo et al . 
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Re claim 21, to the extent use of the separate nut 8 and 
retaining ring 10 to secure the cap 14 in Gebert does not meet 
the open-ended claim language "said nut element comprising at 
least one lug extending radially from the nut element" (Ins. 10- 
11), the Oropallo et al. (Oropallo) reference is cited for 
showing a single piece cap-securing lug 24 and nut 21. 
Therefore, in consideration of Oropallo, it would have been 
obvious to one of ordinary skill in the art to form the lug and 
nut of Gebert as a single piece in order to reduce the number of 
parts requiring assembly. 

13. Claims 13 and 15 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gebert and Fritz (with or without 
Oropallo) as applied to claims 11 and 12 above, and further in 
view of Ball '241. 

Re claim 13, Ball '241 teaches the obvious use of a cutting 
instrument to remove an overflow testing diaphragm (col. 3 Ins. 
2-5). Re claim 15, Ball '241 further teaches the common 
provision of a pipe 42 and vent pipe 40 (Fig. 2) associated with 
an overflow assembly. 

14. Claims 16-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gebert and Fritz (with or without Oropallo) as 
applied to claim 11 above, and further in view of Ball ' 931 and 
Ball '241. 
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Although the Gebert bathtub plumbing system may not include 
a drain pipe, lock washer and drain closure, as claimed, 
attention is directed to the Ball ' 931 reference which discloses 
an analogous bathtub plumbing system which further includes a 
drain pipe, lock washer and drain closure (col. 1 Ins. 8-24). 
Therefore, in consideration of Ball '931, it would have been 
obvious to one of ordinary skill in the bathtub plumbing system 
art to associate a drain pipe, lock washer and drain closure 
with the Gebert bathtub plumbing system as being a common type 
of bathtub plumbing system. Furthermore, Ball '241 teaches 
plugging the drain port of a bathtub plumbing system during 
hydraulic testing "in any convenient manner" (col. 2 Ins. 59- 
60) , and further teaches use of a (thin) diaphragm 64 to 
accomplish such plugging (col. 2 Ins. 37-40 and col. 2 In. 65 
thru col. 3 In. 13). 

15. Applicant is referred to MPEP 714.02 and 608 . 01 (o) in 
responding to this Office action. 



16. Any inquiry concerning this communication should be 

directed to Robert M. Fetsuga at telephone number 571/272-4886 
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who can be most easily reached Monday through Thursday. The 
Office central fax number is 571/273-8300. 



/Robert M. Fetsuga/ 
Robert M. Fetsuga 
Primary Examiner 
Art Unit 3751 



